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Remarks 

Applicant thanks the Examiner for her careful consideration of the application. 
Claims 1, 2, 4 - 8 and 18-24 stand rejected. 



Double Patenting 



Claims 1 » 2 and 4 - 6 are pro^risionally rejected on the ground of non-statutory 
obviousness-type double patenting as being unpatentable over claims 1 , 4, and 9 - 12 of co- 
pending application No. 10/685,320. As none of the claims cited by the Examiner have been 
allowed as of yet, Applicant wishes to defer taking action with respect to this rejection. If the 
claims would be allowable but for a double patenting rejection, Applicant will file a temninal 
disclaimer. 



Claim Rejections - 35 USC § 103 

The Examiner rejected claims 1,4-8. 18-20, and 21 - 24 under 35 USC § 103(a) 
as being unpatentable over Harris (US Patent No. 6,799,717) ("Harris") In view of Chow et al. 
(US Patent No. 6,292,092) ("Chow"). Applicant respectfully traverses these rejections. 
Applicant has amended claim 1 to include the limitation of claim 2. However, Applicant 
believes the Examiner's rejection should be withdrawn to claim 1, regardless of whether rt is 
amended. Therefore, Applicant's arguments for claim 1 in this section wili be made for claim 
1 as the Examiner rejected it. Further, claim 24 already includes the limitation present In 
dependent claim 2, so Applicant is unsure how the rejection to claim 2 could require the 
added Akiyoshi reference and not claim 24. Therefore, Applicant will also argue for the 
allowance of claim 24 both here and in response to the rejection to claim 2. 

In claim 1 , Applicant recites a method for controlling access to a scanning/printing 
device having a plurality of features including a device scanner that is used for scanning 
documents into memory for use or manipulation by a user of the device. The method 
includes optically scanning a badge with the device scanner before a bearer of the badge 
can use the scanning/printing device, receiving information from the badge during the 
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scanning process, detemninmg whether the bearer of the badge can access any of the 
plurality of features of the device based upon information scanned from the badge, and 
granting access to some, but not all of the features of the device. 

The Examiner should allow claim 1 as the Examiner has not established a prima facie 
case of obviousness. To sustain a prima facie case of obviousness based upon a 
combination of references, the Examiner must point to some suggestion to combine the 
references. "The prior art must suggest the desirability of the claimed invention. The mere 
fact that references can be combined or modified does not render the resultant combination 
ob>nous unless the prior art also suggests the desirability of the combination." In re Mill^ . 
916 F,2d 680, 16 USPQ2d 1430 (Fed Cir. 1990). This suggestion must be found in the prior 
art, and cannot be based upon Applicant's disclosure. "Obviousness may not be established 
using hindsight or in view of the teachings or suggestions of the inventor." Para-Qrdnance 
Mfq. v. SGS Importers Intl . 73 F.3d at 1087, 37 USPQ2d at 1239 (Fed. CIr 1995), citing 
L, Gore & Assocs.. Inc. v. Gariock. Inc. . 721 F.2d at 1551, 1553, 220 USPQ at 311. 312-13 
(Fed Cir. 1983). 

While Applicant does not acknowledge disclosure of the elements of the claimed 
invention by the references, Applicant submits that the Examiner has not identified any 
suggestion in either of the cited references to combine the various features allegedly taught 
by their respective references to achieve the invention claimed in this patent application. 

Claim 1 should be allowed, as the Examiner has failed to identify a suggestion in 
either the references or the prior art generally to combine the patents to achieve Applicant's 
claimed invention- The Examiner relies upon the combination of Harris and Chow for these 
features, yet the Examiner has not provided any suggestion or motivation to combine the 
disclosure of Chow with Ham's. The Examiner has stated that it would be obvious to 
combine the disclosures of these patents to achieve the inventions recited In claim 1. 
However, the Examiner has not established that the patents or the prior art in general 
suggests the secure personal identification instrument of Chow should be combined with the 
document auto-routing process of Harris. 
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There are two scenarios by which one could conclude that combining Harris and Chow 
would be obvious. First, one siciiled in the art could consider adding the disclosure of the 
Chow patent to that of the Hanis patent. The Harris patent appears to be directed toward 
document auto-routing process, wherein a sender scanning a hard-copy document at a 
scanner sends the resulting image data to an electronic mail address. The Chow patent 
appears to be directed toward a secure personal identification Instrument that includes 
personal information about and a photograph or personal signature of the legitimate holder of 
the instrument and an encrypted machine readable security code carried by the instrument. 
The Examiner has pointed to no part of the Harris patent that suggests optically scanning a 
badge with the device scanner that is used to scan documents Into memory to determine 
whether a badge holder has access to any of the features of the device. The Examiner 
argues that rt would have been ob>^ous to replace a coversheet with a badge because 
providing user identification information on an Identification badge instead of a coversheet 
improves an MFP's ease-of-use. First, Applicant questions the Examiner's ease-of-use claim 
as a coversheet can be fed through a sheet feeder along with a document, and a badge 
generally cannot be fed through a sheet feeder. Second other than an ease-of-use 
argument, the Examiner has provided no motivation to combine these references other than 
to produce Applicant's own invention, which the Examiner cannot do. Therefore, the 
Examiner has failed to establish that a person having Icnowledge of the Chow patent would 
be motivated to add its disclosure to the disclosure of the Hanis patent. 

Alternatively, one could start with the Chow patent. The Chow patent appears to be 
directed toward a secure personal identification instrument that includes personal infonmation 
about and a photograph or personal signature of the legitimate holder of the instrument and 
an encrypted machine readable security code earned by the instrument The Examiner has 
pointed to nothing in either the Chow patent or the prior art that suggests any utility or 
advantage to incofporating a document auto-routIng process or an authentication process for 
a printing device. It Is unlil<ely that one would have combined Harris with Chow other than to 
cnsate Applicant's Invention . Therefore, the Examiner has failed to establish that a person 
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having knowledge of the Harris patent would be motivated to add its disclosure to the 
disclosure of the Chow patent. 

The Examiner rejected claim 2 under 35 USC § 103(a) as being unpatentable over 
Harris in view of Chow as applied to Claim 1, and further In view of Akiyoshi (US Application 
No. 2003 00861 1 1 ) ("Akiyoshi"). Applicant traverses this rejection. 

While, the Applicant has canceled claim 2, he has added the limitation of claim 2 to 
claim 1 from which claim 2 was dependent, so the rejection to claim 2 now applies to claim 1 . 

In claim 1, Applicant recites a metfiod for controlling access to a scanning/printing 
device having a plurality of features including a device scanner that is used for scanning 
documents into memory for use or manipulation by a user of the device. The method 
Includes optically scanning a badge with the device scanner before a bearer of the badge 
can use the scanning/printing device, receiving information from the badge during the 
scanning process, determining whether the bearer of the badge can access any of the 
plurality of features of the device based upon infonmatlon scanned from the badge, and 
granting access to some, but not all of the features of the device. 

The Examiner should allow claim 1 as the Examiner has not established a prima facie 
case of obviousness. To sustain a prima facie case of obviousness based upon a 
combination of references, the Examiner must point to some suggestion to combine the 
references, "The prior art must suggest the desirability of the claimed invention. The mere 
fact that references can be combined or modified does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination." In re Mills , 
916 F.2d 680. 16 USPQ2d 1430 (Fed Cir. 1990). This suggestion must be found in the prior 
art, and cannot be based upon Applicant's disclosure. ""Obviousness may not be established 
using hindsight or in view of the teachings or suggestions of the inventor." Para-Ordnance 
Mfo. V. SGS Importers Int'l . 73 F.3d at 1087. 37 USPQ2d at 1239 (Fed. Cir 1995), citing W. 
L, Gore & Assocs.. Inc. v. Gariock, Inc. . 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-13 
(Fed Cir. 1983). 

While Applicant does not acknowledge disclosure of the elements of the claimed 
invention by the references, Applicant submits that the Examiner has not identified any 
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suggestion In either of the cited references to combine the various features allegedly taught 
by their respective references to achieve the invention claimed In this patent application. 

Claim 1 should be allowed, as the Examiner has failed to identify a suggestion In 
either the references or the prior art generally to combine the patents to achieve Applicant's 
claimed Invention. The Examiner relies upon the combination of Harris, Chow, and AkjyoshI 
for these features, yet the Examiner has not provided any suggestion or motivation to 
combine the disclosure of Harris. Chow, and Akiyoshi. The Examiner has stated that it would 
be obvious to combine the disclosures of these patents to achieve the Inventions recited in 
claim 1 . However, the Examiner has not established that the patents or the prior art in 
general suggests that the image fomning apparatus including a method for restricting users 
should be combined with the secure personal Identification instalment of Chow or the 
document auto-routing pmcess of Harris. 

Applicant has already argued that the Examiner has not provided sufficient motivation 
to combine Hanis and Chow, so Applicant will focus on the combination of Akiyoshi and 
Chow. 

There are two scenarios by \Arfiich one could conclude that combining Akiyoshi and 
Chow would be obvious. First, one skilled in the art could consider adding the disclosure of 
the Chow patent to that of the Akiyoshi patent. The Akiyoshi patent appears to be directed 
toward an image forming apparatus including a database of registered user identification 
information, and a secure program used for determining whether a service can be provided 
to a user on the basis of the user identification infomiation In the user database and 
kJentification infonnation input by the user. The Chow patent appears to disclose a secure 
personal Identification Instrument that includes personal information about and a photograph 
or personal signature of the legitimate holder of the Instrument and an encrypted machine 
readable security code carried by the instmment. The Examiner has pointed to no part of the 
Akiyoshi patent that suggests optically scanning a badge with a scanner used to scan 
documents into memory to determine whether a badge holder has access to any of the 
features of the device. Therefore, the Examiner has failed to establish that a person having 
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knowledge of the Chow patent woufd be motivated to add its disclosure to the disclosure of 
the Akiyoshi patent. 

AKematively, one could start with the Chow patent. The Chow patent appears to t>e 
directed toward a secure personal identification Instrument that includes personal information 
about and a photograph or personal signature of the legitimate holder of the instrument and 
an encrypted machine readable security code carried by the instrument. The Examiner has 
pointed to nothing in either the Chow patent or the prior art that suggests any utility or 
advantage to incorporating an image fontiing apparatus. It is unlikely that one would have 
combined Harris with Chow other than to create Applicant's invention . Therefore, the 
Examiner has failed to establish that a person having knowledge of the Harris patent would 
be motivated to add its disclosure to the disclosure of the Chow patent. 

Claims 4 - 8, 18 - 20 and 21 - 23 should be allowed if claim 1 Is allowed as claims 4 - 
8, 18 - 20 and 21 - 23 depend from claim 1 and include all the limitations of claim 1. 

The argument presented with respect to Claim 1 also applies to Claim 24, as claim 24 
contains a limitation similar to the relevant limitation of amended Claim 1 . 



Conclusion 

No additional fee Is believed to be required for this amendment. However, the 
undersigned Xerox Corporetton attorney hereby authorizes the charging of any necessary fees, 
other than the Issue fee, to Xerox Corporation Deposit Account No. 24-0025. This also 
constitutes a request for any needed extension of time and authorization to charge ail fees 
therefor to Xerox Corporation Deposit Account No. 24-0025. 



n 



PA(£t1/12*RCVDAT8af2006 7:17:52PM [Eastern DaylighlM^ 



08-03-2008 04:11pn 



Fron-XEROX CORPORATION 



45036854223 



T-381 P.012/012 F-021 



Application No. 10/684,627 

A telephone Interview is respectfully requested at the number listed below prior to any 
further Office Action, i.e., tf the Examiner has any remaining questions or issues to address 
alter this paper. The undersigned will be happy to discuss any further Examiner-proposed 
amendments as may be appropriate. 
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